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Application No. 

09/619,220 



Pnt(s) 

Garber et al 



Examiner 

Thomas J. Mullen, Jr. 



Group Art Unit 
2632 




□ Responsive to communication(s) filed on 

□ This action is FINAL. 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed 

in accordance with the practice under Ex parte Qug^§35 CD. 11; 453 O.G. 213. 

A shortened statutory period for response to this action is set to expire ^ [ one ) month(s), or thirty days, whichever is 
longer, from the mailing date of this communication. Failure to respond withinthe-jSeriod for response will cause the 
application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 
37 CFR 1.136(a). 

Disposition of Claim 

[X) ciaim(s) U36 „ >s/are pending in the applicat 

Of the above, claim(s) is/are withdrawn from consideration 

□ Claimfs) is/are allowed. 

□ Claim(s) is/are rejected. 

□ Claimfs) „ is/are objected to. 

|X] claims 1-36 are subject to restriction or election requirement. 

Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The proposed drawing correction, filed on is □ approved Disapproved. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d). 

□ All [3ome* QSlone of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) . 

□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 

Certified copies not-received: 

□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 

Attachment(s) 

□ Notice of References Cited, PTO-892 v 

□ Information Disclosure Statements), PTO-1449, Paper No(s). 

□ Interview Summary, PTO-413 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-152 
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1 . Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-13, drawn to a device and method for performing a magnetization 
operation on a magnetic security element associated with an item based on 
information received from an RFID element carried by the item, classified in class 
340, subclass 10.1. 

II. Claims 14-25, drawn to a method of processing plural items each having an RFID 
tag, classified in class 340, subclass 10.1. 

III. Claims 26-36, drawn to a handheld RFID reader, classified in class 340, subclass 
10.1. 

2. Inventions I and II are related as subcombinations disclosed as usable together in a single 
combination. The subcombinations are distinct from each other if they are shown to be separately 
usable. In the instant case, either invention has separate utility by itself (see section 11(A) of 
applicant's specification and Fig. 9 which shows and describes invention I, whereas section 11(B) 
and Figs. 10-12 separately shows and describes invention II). See MPEP § 806.05(d). 

3. Inventions III and I are related as combination and subcombination. Inventions in this 
relationship are distinct if it can be shown that (1) the combination as claimed does not require the 
particulars of the subcombination as claimed for patentability, and (2) that the subcombination has 
utility by itself or in other combinations (MPEP § 806.05(c)). In the instant case, the combination 
as claimed does not require the particulars of the subcombination as claimed because claim 26 is 
an "evidence" claim per MPEP 806.05(c), example III. The subcombination has separate utility 
by itself (see section 11(A) of the specification and Fig. 9). 

4. Inventions III and II are related as combination and subcombination. Inventions in this 
relationship are distinct if it can be shown that (1) the combination as claimed does not require the 
particulars of the subcombination as claimed for patentability, and (2) that the subcombination has 
utility by itself or in other combinations (MPEP § 806.05(c)). In the instant case, the combination 
as claimed does not require the particulars of the subcombination as claimed because claim 26 is 
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an "evidence" claim per MPEP 806.05(c), example III. The subcombination has separate utility 
by itself (see section 11(B) of the specification and Figs. 10-12). 

5. Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art because of their recognized divergent subject matter, restriction for 
examination purposes as indicated is proper. 

6. Applicant is advised that the reply to this requirement to be complete must include an 
election of the invention to be examined even though the requirement be traversed (37 
CFR 1.143). 

7. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Tom Mullen whose telephone number is (703) 305-4382. The examiner can 
normally be reached on Mon-Thur from 6:30AM to 4:00PM. The examiner can also be reached 
on alternate Fridays (6:30-3:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Jeff Hofsass, can be reached on (703) 305-4717. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Group receptionist whose telephone number is (703) 305-4700. 

Any response to this action should be mailed to: 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 

or faxed to: 

(703) 308-9051 (for formal communications intended for entry) 

Or: 

(703) 308-6743 (for informal or draft communications, please label 
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PROPOSED" or "DRAFT") 



Hand-delivered responses should be brought to Crystal Park II, 2121 Crystal 
Drive, Arlington. VA., Sixth Floor (Receptionist). 




